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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 3,658,141 — TAURX

TAIRX, INC., )
)
Petitioner, ) Cancellation No. 92066827
) Consolidated with Opp. No. 91221124
)
V. )
)
TAURX THERAPEUTICS LTD., )
)
Registrant. )

REGISTRANT'S MOTION FOR SUMMARY JUDGMENT

Introduction

More than two-and-a-half years ago—on March 18520TauRx Therapeutics Ltd.
(“TauRx”) filed a Consolidated Notice of Oppositido. 91221124, the “Opposition”) against
two applications for the mark TAIRX and Design d@ilby TaiRx, Inc. (“TaiRx”). In the
Opposition, TauRx claims a likelihood of confusitogtween its registered mark TAURX (U.S.
Registration No. 3,658,141) and TaiRx’s two TAIRppécations. During more than two years
litigating the Opposition, TaiRx never filed a coerclaim challenging the validity of TauRx’s
Registration No. 3,658,141 for TAURX. Instead,Rbawaited until after discovery closed and
until the very eve of the trial period to file therrent Petition to Cancel TauRx’s TAURX
registration (the “Petition”), which TaiRx admits ‘effectively a counterclaim in the Opposition
Proceeding.”See4 TTABVUE, TaiRx’s Motion for Consolidation at ZlaiRx’s Petition should
be dismissed with prejudice, because it is a cosgpylcounterclaim which TaiRx failed to
promptly bring in the Opposition proceeding in atbn of Trademark Rule 2.106(b)(3)(i), 37

CFR § 2.106(b)(3)(i).



TaiRx’s Petition seeks cancellation of TauRx’s R&gition No 3,658,141 on the grounds
of abandonment and genericness. Trademark RU&@)3)(i) requires that a defense
attacking the validity of a pleaded registratioramopposition be filed as a compulsory
counterclaim in the answer, or promptly after l&agrof the grounds for the counterclaim. As
detailed below, TaiRx has known the grounds foPgsition to Cancel TauRXx’s registration for
abandonment since as early as July 21, 2015, wheRxT®led its Section 71 Declaration of
Excusable Nonuse in support of its U.S. Reg. Ne68,141, and not later than May 11, 2016,
when TauRx responded to TaiRx’s discovery requeB#sRXx likewise should have known about
the grounds for its Petition to Cancel TauRx’s s&gition for genericness when it filed its
Answer on June 24, 2015, and TaiRx indisputablyswh knowledge by May 11, 2016, when
TauRx responded to TaiRx’s discovery requestsa Assult, the Petition is improper. Because
of TaiRx’s egregious violation of Trademark Rulé@(b)(3)(i), TauRx moves for summary
judgment on TaiRx’s Petition and asks that the Balismiss it with prejudice.

Il. Background and Undisputed Facts

Pharmaceutical company TauRx obtained its registrdbr the mark TAURX (Reg. No.
3,658,141) on July 21, 200%eeJason Koransky Declaration in Support of Regissaviotion
for Summary Judgment (“Koransky Decl.”) at § 2, Ehl, registration certificate and TESS
status report for Reg. No. 3,658,141. The redistnacovers goods in Classes 5, 9, 10, and 16,
and services in Classes 35, 42, and 8de id.

On March 18, 2015, TauRx filed its Consolidatedib®bf Opposition against TaiRx’s
two TAIRX and Design applications, Ser. Nos. 86/839 and 86/155,840. Opposition No.

91221124, 1 TTABVUE. In the Consolidated NoticeOgposition, TauRx claimed that a



likelihood of confusion exists between its TAURXjigration and TaiRx’s two TAIRX and
Design applicationsSee id

OnJune 24, 2015TaiRx filed its Answer to the Consolidated NotafeOpposition,
which did not include a counterclaim attacking Waéidity of TauRx’s asserted TAURX
registration. Opposition No. 91221124, 8 TTABVUEyplicant’s Answer to Consolidated
Notice of Opposition.

During the more than two years after TaiRx filexliftitial Answer, a number of events
occurred which gave notice to TaiRx—if it did néteady know them—of the alleged facts
upon which TaiRx now bases its Petition, yet Tarfexer filed a compulsory counterclaim
attacking the validity of TauRx’s asserted regtstra These events include the following:

OnJuly 21, 2015 TauRx filed its Section 71 Declaration of Excusaddonuse to
maintain the TAURX registration. Koransky Declfa8, Exhibit 2, TauRx’s
Declaration of Continued Use/Excusable Nonuse akNtaCommerce Under
Section 71. In this Section 71 Declaration, Taskx#ed, among other things,
that, “The mark TauRx has not been used in commerceRegistrant is in the
process of obtaining United States Federal Drug iddhtmation approval of its
TauRx pharmaceutical products through on-goingdadirtrials.” Id. The
USPTO accepted TauRx’s Section 71 declaration teSeer 22, 2015.
Koransky Decl. at 4, Exhibit 3, Notice of Accapta Under Section 71. Both
TauRx’s Declaration and the USPTO’s Notice of Adeepe are publicly
available at the USPTO’s TSDR database. Koransgl.xt 1 3, 4.

On April 6, 2016, TaiRx served discovery on TauRg|uding document

requests, interrogatories, and requests for adomssbnMay 11, 2016 TauRx



served on TaiRx its responses to this discovegjuding the interrogatory
responses TaiRx attached to its Petition as ExAilat support its abandonment
claim! Koransky Decl. at { 5, Exhibit 4, Opposer's Resoto Applicant’s First
Set of Interrogatories. In its responses to Ioggatory Nos. 3—7, TauRXx states
that it had not yet used the TAURX mark with reggeqoods or services
offered in the United Statedd.

OnMay 11, 2016 TauRx produced documents to TaiRx in respon3atax’s
document requests. This production included séde@ments that explained
TauRx’s research and development of pharmaceutiegirding the “tau” protein
and its link to neurodegeneration in the brain.rafsky Decl. at § 6, Exhibit 5,
selection of documents TauRx produced to TaiRx @y W1, 2016. Notably,
TaiRx bases its genericness claim in its Petitiothe premise that the TAURX
mark is a combination of the terms “tau” and “r. TTABVUE, Petition at {1
18-29.

OnDecember 30, 2016TauRx filed a motion to amend its Notice of Oppor

to include a lack of bona fide intent to use clai@pposition No. 91221124, 25
TTABVUE. The Board granted TauRx’s motion on Jagui¥/, 2017, which
made the Amended Consolidated Notice of Opposttieroperative pleading in
the matter. Opposition No. 91221124, 28 TTABVUE.

OnFebruary 25, 2017 TaiRx filed its Answer to the Amended Consolidate

Notice of Opposition. Opposition No. 91221124, T3ABVUE. In the Answer,

Y In Paragraph 4 of its Petition, TaiRx states thattached a true and correct copy of TauRx's@asps to the
requests for admission as Exhibit A. In fact, Tadkached a copy of TauRX's interrogatory respoasesxhibit A.
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TaiRx again did not file any counterclaims attagkihe validity of the TAURX
registration.Id.
OnMarch 2, 2017 TauRx filed a motion for summary judgment on gneund
that TaiRx lacked a bona fide intent to use its RAland Design marks.
Opposition No. 91221124, 31 TTABVUE. arch 31, 2017 TaiRx filed is
response to TauRx’s motion, as well as a countdremdor summary judgment,
in which it argued that TauRx abandoned its TAURXrknand therefore lacked
standing. Opposition No. 91221124, 34 TTABVUE.ieing ended on the
parties’ summary judgment motions blay 9, 2017 Opposition No. 91221124,
35, 37,38 TTABVUE.
OnAugust 1, 2017 the Board denied both parties’ summary judgmentions.
In denying TaiRx’s motion, the Board refused tosidar TaiRx's abandonment
claim, and wrote: “[T]hat assertion is not propdsbfore the Board because
Applicant has not asserted a counterclaim for déatan of the registration.”
Opposition No. 91221124, 39 TTABVUE, Board decisair8.
TaiRx waited until September 6, 2017, to file tretifton, and until September 8, 2017—
after the trial period began—to file its Motion@mnsolidate. Koransky Decl. at 7.
II. Legal Standard
“Summary judgment is an appropriate method of disppof cases in which there are no

genuine disputes as to any material fact, thusvallp the case to be resolved as a matter of law.

The party moving for summary judgment has theahlturden of demonstrating that there is no

genuine dispute regarding any material fact remaifor trial and that it is entitled to judgment

as a matter of law.Bad Boys Bail Bonds, Inc. v. Yowdlll5 U.S.P.Q.2d 1925, 1929 (T.T.A.B.



2015) (internal citation omitted). “The summaryguaent procedure is regarded as a salutary
method of disposition, and the Board does not atstb dispose of cases on summary judgment
when appropriate.” T.B.M.P. § 528.01 (internal qimin marks omitted).
V. Argument

The undisputed facts show that TaiRx’s Petitionge for summary judgment in
TauRx’s favor. The Trademark Rules make clear TlaéRx’s attack on the validity of TauRXx’s
pleaded registration in an opposition must be ma@epromptly filed compulsory counterclaim:

A defense attacking the validity of any one or mairéhe registrations pleaded in

the opposition shall be@mpulsory counterclainif grounds for such

counterclaim exisat the time when the answer is filetf grounds for a

counterclaim are known to the applicant when theneen to the opposition is

filed, the counterclaim shall be pleaded with opa#g of the answer. If grounds

for a counterclaim are learned during the courgb@bpposition proceeding, the
counterclaim shall bpleaded promptly after the grounds therefor are tead.

37 C.F.R. 8§ 2.106(b)(3)(i) (emphasis added).

Further, a defendant in an opposition cannot aineent the compulsory counterclaim
rule by filing a petition to cancelSeeT.B.M.P. § 313.01 (“[A] defendant that fails tonely
plead a compulsory counterclaim cannot avoid thecebf its failure by thereafter asserting the
counterclaim grounds in a separate petition to €dr3 McCarthy on Trademarks and Unfair
Competition § 20.23 (4th ed.) (“If a counterclaismiot filed as provided for in the rules, the
applicant or respondent will thereafter be barrethfseeking to cancel the registration pleaded
by the opposer or petitioner in the prior procegain any ground that existed at the time when
the answer was filed.”).

Here, the undisputed facts demonstrate that Tai®ated Trademark Rule
2.106(b)(3)(i). Inits Petition, TaiRx asserts tgrounds to cancel the TAURX registration:

abandonment and genericness.



A. TaiRx Failed to Promptly Petition to Cancel theTAURX Registration on the
Ground of Abandonment.

TaiRx could have asserted its Petition to CanceMAURX registration on the ground
of abandonment promptly after TauRx publicly fiiesiSection 71 Declaration of Excusable
Nonuse for the TAURX registration on July 21, 20X¥oransky Decl. at § 3, Exhibit 2. In its
Section 71 Declaration, TauRx stated that it hadyabused the TAURX mark in U.S.
commerce and that it was in the process of conagcinical trials to obtain FDA approval for
its pharmaceutical products. Koransky Decl. af Bx3ibit 2. Although TaiRx specifically
relies on TauRx’s Section 71 Declaration to suppstPetition, TaiRx failed to promptly plead a
counterclaim for cancellation for abandonment aftes Declaration was filed on July 21, 2015.
Seel TTABVUE, Petition to Cancel, 11 11-16 and 22.

TaiRx also failed to file an abandonment countemtlafter TauRx served its responses
to TaiRx’s discovery requests on May 11, 2016. sehesponses included the interrogatory
responses that TaiRx attached to its Petition d&sbiXA to support its abandonment claim,
including TauRXx’s statements that it has not y&trefd goods and services in the United States
under the TAURX mark. Koransky Decl. at § 5, Extdly 1 TTABVUE, Petition to Cancel, { 4.
TaiRx likewise failed to file an abandonment couclEam when it filed its Answer to TauRx’s
Amended Consolidated Notice of Opposition on Fety@a, 2017. Opposition No. 91221124,
30 TTABVUE. The undisputed facts prove that TaiRxated the compulsory counterclaim
rule by failing to promptly plead its counterclafor cancellation for abandonment.

B. TaiRx Failed to Promptly Petition to Cancel theTAURX Registration on the
Ground of Genericness.

TaiRx could have asserted its Petition to CanceMAURX registration on the ground
of genericness when it answered the Notice of Ofipon June 24, 2015. As shown by the

publicly available documents that TauRx producethenOpposition, had TaiRx conducted a
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reasonable investigation at the time it filed itsstver, it would have seen that TauRx is a
pharmaceutical company that researches and devadogs targeting the “tau” protein and its
link to neurodegeneration in the brai8eeKoransky Decl. at { 6, Exhibit 5. Even if TaiRx
failed to conduct any investigation of TauRx at tinee it filed its answer, TaiRx knew about
TauRx’s work with the “tau” protein.e., TaiRx’s asserted grounds for the petition to ehfar
genericness) no later than May 11, 2016, when TauBauced documents explaining the origin
of the TAURX mark.Seed. Yet TaiRx failed to file a counterclaim seekicancellation of
TaiRx’s pleaded TAURX registration for genericnpssmptly after May 11, 2016, as required
by Trademark Rule 2.106(b)(3)(i).

Like its abandonment claim, TaiRx failed to filg@nericness counterclaim when it filed
its Answer to TauRx’s Amended Consolidated Noting=ebruary 25, 2017. Opposition No.
91221124, 30 TTABVUE. Instead, TaiRx waited mdrart two years after filing its initial
answer and almost 16 months after receiving TauResponses to TaiRx’s discovery requests—
until the eve of trial—to file a compulsory courtdlaim cloaked as a petition to cancel. TaiRx
therefore violated the compulsory counterclaim hyédailing to promptly plead its counterclaim
for cancellation for genericness.

C. The Board should dismiss TaiRx’s Petition with Rejudice.

The Board should dismiss TaiRx’s Petition with poege based upon TaiRx’s dilatory
conduct in failing to promptly file its compulsocpunterclaims with either of its answers or
promptly after learning of the grounds upon whichtiacks the TAURX registration. Moreover,
because it failed to promptly file any compulsooynterclaims, TaiRx “cannot avoid the effect
of its failure by thereafter asserting the couriténe grounds in a separate petition to cancel. In
such a case, the separate petition will be dismjss®motion, on the ground that the substance
of the petition constitutes a compulsory counteénclen another proceeding, and that it was not
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timely asserted.” T.B.M.P. § 313.04 (citations tied); see alsdMcCarthy on Trademarks and
Unfair Competition § 20.23 (4th ed.) (“If a courdlaim is not filed as provided for in the rules,
the applicant or respondent will thereafter bedxhfrom seeking to cancel the registration
pleaded by the opposer or petitioner in the priocpeding on any ground that existed at the
time when the answer was filed.”).

In Vitaline Corp. v. General Mills, Inc891 F.2d 273 (Fed. Cir. 1989), the Federal
Circuit affirmed the Board’s decision finding thétaline violated the compulsory counterclaim
rule and granting summary judgment in General Mi#igor:

Vitaline apparently failed to comply with Trademdkle 2.114(b)(2)(i) (the

same rule that applies to cancellation proceedibgsause the rule requires

prompt pleading of a counterclaim once groundgHercounterclaim are learned.

In his instance, Vitaline waited approximately gmar, until June of 1988, to file

an abandonment claim. Moreover, Vitaline erronepfikd a new cancellation

petition rather than asserting a counterclaim ainalonment in the first
proceeding, as required by the rule.

Id. at 276. TaiRx’s violation of Trademark Rule BU8)(3)(i) is even more egregious than
Vitaline’s because TaiRx has known about the greundits counterclaims fanore than one
yearand waited until the eve of trial to institute@wncancellation petition in an attempt to
circumvent the rule.

The Board has consistently followed the Federatuiiliis Vitaline precedent. For
example, inConsolidated Foods Corp. v. Big Red,.Ir231 U.S.P.Q. 744 (T.T.A.B. 1986), the
Board granted a motion to strike a petition to ehtite asserted registration that was filed more
than two years after filing the answer, and wagbtas grounds that the petitioner knew at the
time of the answerld. at 745;see alsd.ibertyville Saddle Shop, Inc. v. E. Jeffries & Stutd,

22 U.S.P.Q.2d 1594 (T.T.A.B. 1992) (dismissing @i to cancel as untimely filed after the
Board’s summary judgment decision in the relateploggiion proceedingRajca v. New Yorker
S.H.K. Jeans GmbH & Co. K&014 WL 3752425, at *2 (T.T.A.B. July 22, 201deying

-9-



motion for leave to amend pleading to add coura@rchttacking asserted registration as they
were untimely, and explaining that, “The ‘new’ dawents referenced by respondent . . . are just
more of the same, wholly consistent with the matsrand information already known to
respondent.”).

In light of the Federal Circuit’s reasoning\italine, as well as Board precedent, it is
clear that TaiRx has violated the compulsory cowohdén rule for both its genericness and
abandonment claims. It neither filed them withaitswers nor promptly after learning the bases
for these claims. Therefore, the Petition in idrety should be dismissed with prejudice.

V. Conclusion

For the reasons stated above, TauRx respectfujlyests that the Board grant TauRXx’s

Motion for Summary Judgment, and dismiss TaiRx'8tida with prejudice.

Respectfully submitted,

PATTISHALL, McAULIFFE, NEWBURY,
HILLIARD & GERALDSON LLP

Dated: October 17, 2017 By: s/Jason Koransky /
Thad Chaloemtiarana
Jason Koransky
200 South Wacker Drive
Suite 2900
Chicago, lllinois 60606
(312) 554-8000

Attorneys for Registrant, TauRx Therapeutics Ltd.
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CERTIFICATE OF SERVICE
I, Jason Koransky, certify that a true and corcegty of the foregoing REGISTRANT'S
MOTION FOR SUMMARY JUDGMENT was served by e-mail timis 17th day of October
2017, on Petitioner via its counsel:

Kevin Keener

Keener & Associates, P.C.

161 North Clark Street, Suite 1600
Chicago, IL 60601

312-523-2164
kevin.keener@keenerlegal.com

Rishi Nair

Keener & Associates, P.C.
161 North Clark Street

Suite 1600, Chicago, IL 60601
rishi.nair@keenerlegal.com

s/Jason Koransky /
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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 3,658,141 — TAURX
TAIRX, INC.,

Cancellation No. 92066827
Consolidated with Opp. No. 91221124

Petitioner,

Ve

TAURX THERAPEUTICS LTD.,

N N N N N N N N N N

Registrant.

JASON KORANSKY DECLARATION IN SUPPORT OF REGISTRANT’S MOTION
FOR SUMMARY JUDGMENT

I, Jason Koransky, pursuant to 28 U.S.C. § 1746, hereby declare the following:

1. [ am an attorney at the law firm of Pattishall, McAuliffe, Newbury, Hilliard &
Geraldson LLP, counsel for Registrant TauRx Therapeutics Ltd. (“TauRx"). I have personal
knowledge of the facts stated herein and could, if called as a witness, testify competently as to
them.

2. On July 21, 2009, TauRx obtained its registration for the mark TAURX (Reg. No.
3,658,141). The registration covers goods in Classes 5, 9, 10, and 16, and services in Classes 35,
42, and 44. Attached as Exhibit 1 is a true and correct copy of the registration certificate and
TESS status report for Reg. No. 3,658,141.

3. On July 21, 2015, TauRx filed its Section 71 Declaration of Excusable Nonuse to
maintain the TAURX registration, Reg. No. 3,658,141. Attached as Exhibit 2 is a true and
correct copy of TauRx’s Declaration of Continued Use/Excusable Nonuse of Mark in Commerce
Under Section 71, which I downloaded from the USPTO’s publicly available TSDR database. In
this Section 71 Declaration, TauRx stated, among other things, that, “The mark TauRx has not
been used in commerce. . . . Registrant is in the process of obtaining United States Federal Drug

Administration approval of its TauRx pharmaceutical products through on-going clinical trials.”
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